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Status 

1 )^ Responsive to communication(s) filed on 1 8 August 2008 . 
2a )^ This action is FINAL. 2b)n This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) ^ Clalm(s) 1.4.6-11.20 and 29-37 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) |EI Claim(s) 1.4.6-11.20 and 33-37 is/are allowed. 

6) |EI Claim(s) 29-32 is/are rejected. 
/)□ Claim(s) is/are objected to. 

8) 0 Claim(s) are subject to restriction and/or election requirement. 

Application Papers 
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10)0 The drawing(s) filed on is/are: a)^ accepted or b)^ objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held In abeyance. See 37 CFR 1.85(a). 

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
11 )□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 
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application from the International Bureau (PCT Rule 17.2(a)). 
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DETAILED ACTION 
Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the phor art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

1 . Claims 29-32 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Mirick (# US 3674729) in view of Roth (# US 5889084) and Ishikawa et al. (# US 
2003/0231226). 

Mirick discloses a correction ink for micro defect of a color pattern including a 
coloring agent (see Examples; column: 2, line: 47-60), a polymer (column: 2, line: 35- 
54) and a solvent, wherein an amount of the solvent is from 40 to 60 % by weight 
(column: 2, line: 1-6; line: 30-40), and viscosity of the ink is from 40 cps to 300 cps (see 
Examples). They also disclose that ink further including polymerization inhibitor 
(column: 5, line: 40-60). 

Mirick differs from claim of the present invention is that (1) the Ink includes 
monomer having two or more reactive functional group, wherein the amount of the 
monomer is from 15% to 65% by weight of the total amount of the correction ink. (2) 
The static surface tension of the ink at 25 degree C is 20 mN/m to 45 mN/m. (3) The 
polymer is diallyphthalate prepolymer. 

Roth teaches that to get the chemically resistant and smear resistant printed 
image, ink includes monomer having two or more reactive functional group (see 



Application/Control Number: 10/628,791 Page 3 

Art Unit: 2853 

Abstract; column: 3, line: 40-55), wherein the amount of the monomer is from 15% to 
65% by weight of the total amount of the correction ink (see Example: 1 ; column: 13, 
line: 1-10). 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to modify the correction fluid of Mirick by the aforementioned teaching of Roth 
in order to have the chemically resistant and smear resistant printed image. 

It would have been obvious to one having ordinary skill in the art at the time of 
invention was made to incorporate the ink with the surface tension from 20 to 45 mN/m, 
since it has been held that it is not inventive to discovering and optimum value or 
workable ranges by routine experimentation. In reAller, 105 USPQ 233 (CCPA1955). 

Ishikawa et al. teaches that to get the high quality printed image, ink composition 
includes the diallyphthalate polymer ([0056]). 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to modify the correction fluid of Mirick by the aforementioned teaching of 
Ishikawa et al. in order to have the high quality printed image. 

2. Claims 29-32 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Sharma et al. (# US 5480920) in view of Roth (# US 5889084) and Ishikawa et al. (# US 
2003/0231226). 

Sharma et al. discloses a correction ink for micro defect of a color pattern 
including a coloring agent (column: 3, line: 40-60; column: 4, line: 15-20), a polymer 
(column: 2, line: 35-54) and a solvent, wherein an amount of the solvent (acetone) is 
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from 15 to 25 % by weight (column: 4, line: 1-10), and viscosity of the ink is from 200 
cps to 800 cps (column: 4, line: 30-33). They also disclose that ink further including 
polymerization inhibitor (column: 4, line: 15-24). They also disclose that the carbon 
black or lamp black may be incorporated as a coloring pigment to match the color of the 
correction fluid, wherein coloring pigment is yellow oxide and raw amber (column: 4, 
line: 20-24). 

Sharma et al. differs from claim of the present invention is that (1) the ink 
includes monomer having two or more reactive functional group, wherein the amount of 
the monomer is from 15% to 65% by weight of the total amount of the correction ink. (2) 
The static surface tension of the ink at 25 degree C is 20 mN/m to 45 mN/m. (3) The 
polymer is diallyphthalate prepolymer. 

Roth teaches that to get the chemically resistant and smear resistant printed 
image, ink includes monomer having two or more reactive functional group (see 
Abstract; column: 3, line: 40-55), wherein the amount of the monomer is from 15% to 
65% by weight of the total amount of the correction ink (see Example: 1; column: 13, 
line: 1-10). 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to modify the correction fluid of Sharma et al. by the aforementioned teaching 
of Roth in order to have the chemically resistant and smear resistant printed image. 

It would have been obvious to one having ordinary skill in the art at the time of 
invention was made to incorporate the ink with the surface tension from 20 to 45 mN/m, 
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since it lias been lield tliat it is not inventive to discovering and optimunn value or 
workable ranges by routine experimentation. In reAller, 105 USPQ 233 (CCPA1955). 

Ishikawa et al. teaches that to get the high quality printed image, ink composition 
includes the diallyphthalate polymer ([0056]). 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to modify the correction fluid of Sharma et al. by the aforementioned teaching 
of Ishikawa et al. in order to have the high quality printed image. 



Allowable Subject Matter 

3. Claims 1 , 4, 6-1 1 , 20 & 33-37 are allowed. 



Response to Arguments 

4. Applicant's arguments filed 08/1 8/2008 have been fully considered but they are 
not persuasive. Applicant argued that Ishikawa didn't teaches the diallyphthalate 
prepolymer in ink composition. Applicant even argued that in Ishikawa, diallylphthalate 
is just part of the list of the photocurable composition, and neither diallyphthalate nor 
prepolymer is used in examples, which is not persuasive. However, diallyphthalate 
prepolymer and diallyphthalate is same thing, Examiner didn't see any difference 
between diallyphthalate prepolymer and diallyphthalate . However, there is no such 
material name as diallyphthalate prepolymer. Applicant argued that there is none of the 



Application/Control Number: 10/628,791 Page 6 

Art Unit: 2853 

examples shows the diallyphthalate nor prepolymer. However in the specification in the 
paragraph [0056] it clearly teaches the photo curable compound is diallyphthalate. One 
place in the specification is enough evidence to teaches that particular compound, it 
doesn't have to be in the example. Therefore combination of Mirick in view of Ishikawa 
and Sharma in view of Ishikawa still reads on the present claimed invention. 



Conclusion 

5. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 .136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Manish S. Shah whose telephone number is (571) 272- 
2152. The examiner can normally be reached on 8:00am-4:30pm. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Stephen D. Meier can be reached on (571) 272-2149. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retheval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Manish S. Shah/ 
Primary Examiner 
Art Unit 2853 

/MSS/ 



